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Qpi ni on by Hohein, Adm nistrative Trademark Judge:

ol denCare Corporation has filed an application to
regi ster the mark "GOLDENCARE PROTECTOR' for services which by a
"suppl emrental " amendnent were ultimately identified as "providing
services to the life and health insurance industry; nanely,
conducti ng busi ness and market research surveys for the
devel opment and marketing of |life and health insurance products

nl

and annuities.

! Ser. No. 74/349,470, filed on January 19, 1993, based upon an

al l egation of a bona fide intention to use the mark in commerce. As
originally filed, the application cryptically identified the services
as "providing services to the health care insurance industry: nanely,
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Fol | ow ng publication of the mark for such services on
March 8, 1994 and issuance of a notice of allowance therefor on
May 31, 1994, applicant submtted, along wth the required fee, a
tinmely statenent of use on Novenber 21, 1994 which all eges dates
of first use for the services identified in the notice of
al | ownance of Novenber 1, 1993. The speci nens acconpanyi ng the
statenment of use, however, are advertising brochures or booklets
whi ch show use of the mark "GOLDENCARE PROTECTCOR' in connection
wi th "LONG TERM CARE | NSURANCE" policies which include "Nursing
Honme and Qptional Home Health & Community Care Benefits".?
Because "[t] he speci nens do not show use of the mark for any
services identified in the application,” the Exam ning Attorney

I ssued an O fice action on February 6, 1995 requiring that

i n devel opi ng and marketing health care insurance products”. Such
identification, prior to being further anended as set forth above, was
subsequently nodified, along the |ines suggested by the Exam ning
Attorney in her first Ofice action, to read: "providing services to
the health care insurance industry, nanmely conducting business and

mar ket research surveys for the devel opnent and marketing of health
care insurance products". W note, however, that although the

suppl enrent al amendnent of applicant’s services, as set forth above, is
broader--by virtue of the inclusion of both the /jfe insurance
industry and /ife insurance products and the deletion of the word
"care"--than either the original or nodified identifications, no
objection thereto was ever raised by the Exam ning Attorney.

? Among ot her things, the brochures state that (enphasis added):

Thi s bookl et provides only a brief outline of the major
provi sions of the GOLDENCARE PROTECTOR | ong-term care health

i nsurance program Your GOLDENCARE PROTECTOR Policy ... and
its riders, if any, will describe your coverage in detai
and will be used in determ ning your coverage and

eligibility for benefits. The benefits provided, the
premium and the formnunber will depend on the Policy
sel ected and i ssued.
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"applicant ... submt three speci nens show ng use of the mark for
the services specified."’

Applicant, in a tinmely response, submtted a set of
substitute speci mens on August 4, 1995. Applicant’s subm ssion
I ncl udes a declaration, pursuant to Trademark Rules 2.20 and
2.59(b), "verifying that the substitute specinens were in use in
commerce at |east as early as the expiration of the tine allowed
to Applicant for filing a statenent of use."” The set of
substitute speci nens, however, consists in part of advertising
brochures or booklets which, like those filed with the statenent
of use, show use of the mark "GOLDENCARE PROTECTOR' for "LONG
TERM CARE | NSURANCE" policies which include "Nursing Honme and
Qpti onal Home Health & Community Care Benefits".® The substitute
speci nens al so include copies of a letter dated July 26, 1995

whi ch acconpani ed such literature. The letter, which contains

the salutation "Dear Agent" and is typed on stationery bearing

® The Exanmining Attorney, in connection therewith, also required that
applicant "verify, with an affidavit or declaration, ... that the
substitute specinens were in use in commerce at |east as early as the
filing date of the application"” (enphasis added), citing Trademark
Rule "2.59(a)". It is pointed out, however, that the applicable rule
is Trademark Rule 2.59(b), which provides in relevant part that, after
filing a statenment of use, "the applicant may submt substitute

speci mens of the mark as used ... in the sale or advertising of the
services, provided that the use in commerce of any substitute

speci nens submitted is supported by applicant’s affidavit or
declaration ... verify[ing] that the substitute specinens were in use
in conmerce prior to filing of the statement of use or prior to the
expiration of the tine allowed to applicant for filing a statenent of
use. "

“ Like the specimens subnmitted with the statement of use, the brochures
i ncl ude the sane | anguage as that previously quoted in footnote 2 of
thi s opi ni on.
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the letterhead "GOLDENCARE, " reads in pertinent part as follows
(enmphasi s added):

In order to provide better service to agents
in the life and health insurance industry, we
are conducting a business and market research
survey to hel p devel op and narket |ife and
heal t h i nsurance products and annuities.

We ask that you review the encl osed brochure
whi ch descri bes such products, entitled
GOLDENCARE PROTECTOR. (This particul ar
brochure was prepared by us for use in
Massachusetts.) W will be contacting you to
ascertain whether the material as presented
I's easy for a consumer to understand--and, of
course, its usefulness as a sales tool for

t he agent.

In view thereof, and inasmuch as any substitute
speci nens had to have been in use in conmerce by no |ater than
Novenber 30, 1994 (which is the date of expiration of the six-
nont h period provided by the May 31, 1994 notice of allowance),
the Exam ning Attorney issued a final refusal on Septenber 5,
1995 in which she indicated, anong other things, that (enphasis
in original):

The exam ning attorney has carefully
considered the [set of substitute] specinens
but they remain unacceptable for the
foll owi ng reasons. First, the substitute
speci nrens do not appear to have been in use
before the expiration period for filing the
Statenment of Use. The date shown on the
"letter" part of the substitute specinens
list [sic] the date as July 25 [sic], 1995.
Secondly, the new specinens still do not show
use of the mark [in connection] wth the
services identified in the notice of

all owance. .... Consequently, the exam ning
attorneys [sic] refusal regarding the

speci mens i s mai ntai ned and nmade FI NAL.



Ser. No. 74/ 319, 375

Applicant, in a tinely response submtted with a
certificate of mailing dated March 5, 1996, filed an anmendnment to
change the identification of its services to "providing services
to the life and health insurance industry; nanely, conducting

busi ness for the devel opment and marketing of life and health

5

I nsurance products and annuities".” As justification for such

amendnent, which differs in substance fromthe identification of
services set forth in the notice of allowance by deleting the
reference in the latter to both the word "care" and the | anguage
"and mar ket research surveys," applicant asserts that:

W have an allowable mark and a
St atenent of Use submitting appropriate
speci nens show ng use as early as Septenber
1993; al though Applicant clains only a date
of first use of Novenber 1, 1993. It renuains
only, therefore, for Applicant and the U S
Patent and Trademark Office to agree on an
identification of those services based upon
t he specinmens submtted with the Statenent of
Use.

Applicant, after acknow edgi ng a tel ephone conference
with the Exam ning Attorney on March 4, 1996, further contends
t hat :

The Statenent of Use speci nens show t hat
as of Septenber 1993, Applicant had done
busi ness with ... Bankers United Life
Assurance Conpany of Cedar Rapids, lowa, in
devel oping a long-term health insurance
program i nvol ving a Gol den Care Protector

> Wth respect to an anmendment to the identification of goods or
services set forth in a statement of use, Trademark Rule 2.88(f)
provides in relevant part that "[t]he statenment of use may be anended
in accordance with 88 2.59 and 2.71 through 2.75." Trademark Rule

2.71(b), in particular, specifies that "[t]he identification of goods

or services may be amended to clarify or limit the identification, but

additions will not be permitted.”
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Policy for individuals, underwitten by said
Bankers United Life Assurance Conpany.

In this instance, Applicant worked with
Bankers United Life in devel oping the certain
type of policy, and provided the brochure
submtted as the specinens to be utilized for
mar ket i ng the program

During the prosecution of this intent-
to-use application, the notice of allowance
included the term... "market research
surveys" [--] a term|[previously] reconended
by the Trademark Exami ning Attorney ....
Applicant admttedly was [subsequently]
unabl e to subnmit speci nens show ng such use
prior to [its clained dates of first use of]
Novenber 1, 1993, and thus respectfully
submts [that] its identification of services
should be limted to what its specinens do
support.

It is respectfully submtted that the
speci nens of record do show use of the mark
for the services now identified.

The Exam ning Attorney, in reply, issued an Ofice
action on April 29, 1996 stating that "[t]he Final refusal to
accept the specinmens is maintained.” The Exam ning Attorney
additionally noted, noreover, that:

The applicant has [submitted an] anmendnent

[to] the recitation of services. However,

said recitation in unacceptabl e because it is

beyond the scope of the services as listed in

the notice of allowance. Therefore, the

applicant may not anend [the application] to

I ncl ude any services that are not within the

scope of the services recited in the present

I dentification.

In a tinely response thereto, applicant on July 29,
1996 submitted a further anendnent to change the identification
of its services to "providing services to the life and health

care insurance industry; nanely, in devel oping and marketing



Ser. No. 74/ 319, 375

heal th care insurance products for others”. Applicant insists
that such anmendnent is justified by the set of substitute

speci nens which it filed on August 4, 1995 and that, despite the
July 26, 1995 date appearing on sonme of the specinens, "those
speci nrens do show use in commerce at |east as early as the
expiration of tinme allowed to Applicant for filing the Statenent
of Use". Applicant also urges that "the anmended recitation of
services are not 'beyond the scope of the services listed in the
Noti ce of Allowance’ because the anended services are actually

| ess or of a dimnished nature than those set forth in the Notice
of All owance of My 31, 1994."

In reply, the Exami ning Attorney on Septenber 11, 1996
I ssued an O fice action which "maintained and nade Final" the
requi renent for "acceptable speci nens show ng use of the mark for
the proposed services." The Exam ning Attorney al so "naintained
and made Final" the refusal on the ground that applicant’s
"amendnent to the recitation of services ... is unacceptable
because it is beyond the scope of the goods [sic] listed in the
noti ce of allowance."

Appl i cant has appeal ed. Briefs have been filed, but an
oral hearing was not held.® W affirmboth the refusal that the
i dentification of services exceeds the scope of the services
specified in the notice of allowance and the requirenent for
speci nens showi ng use of the mark for the services set forth in

the notice of all owance.

® Al'though applicant tinely filed a request for an oral hearing, it
subsequently withdrew such request.
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Applicant, inits initial brief, notes that, in the
response which it filed with a certificate of mailing dated March
5, 1996, it "admtted that its specinens could not neet the
"mar ket research surveys’ portion of the identification of
services in the Notice of Allowance." Applicant argues, however,
that amending its services from"providing services to the life
and health insurance industry; nanmely, conducting busi ness and
mar ket research surveys for the devel opnent and marketing of life
and health insurance products and annuities,” as identified in
the notice of allowance, to "providing services to the life and
heal t h i nsurance i ndustry; nanely, conducting business for the
devel opment and marketing of |life and health insurance products
and annuities,” as set forth in its amendnent of March 5, 1996,
IS wthin the scope of the services listed in the notice of
al l ownance. Specifically, applicant maintains that such anmendnent
sinply "attenpted to |limt the identification of services as per
t he specinens of record submtted with the Statenent of Use."”

Al t hough applicant’s initial brief is silent with respect to the
fact that, on July 29, 1996, it further anended its services to
"providing services to the life and health care insurance

i ndustry; nanely, in devel oping and marketing health care

I nsurance products for others,"” applicant argues in its reply
brief such anmendnent likewise is nerely a limtation designed to
reflect the services evidenced by, presumably, the specinens

filed with the statenent of use.’

7

It would appear fromapplicant’s reply brief that applicant is no
| onger relying upon the set of substitute specinmens which it
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In any event, applicant insists inits reply brief
t hat :

There is no doubt that Applicant clearly
has attenpted to limt the identification of
services. That identification at the tinme of
the Notice of Allowance included both ... (1)
conducti ng of business for the devel opnent
and marketing of life and health insurance
products and annuities; and (2) conducting
mar ket [research] surveys for the devel opnent
and marketing of life and health insurance
products and annuities. By deleting the
services of "conducting market [research]
surveys for the devel opnent and marketi ng of
life and heal th insurance products and
annuities,” it is respectfully subnmtted that
Applicant clearly has given up the scope of
protection of its mark as to that feature of
Its services.

Applicant accordingly maintains, as set forth in its reply brief,
that "the Amendnent to the recitation of services is not beyond
the scope of services listed in the Notice of Allowance."

The Exam ning Attorney, on the other hand, contends

that "the applicant’s anmendnent to the recitation of services is

subm tted, under a declaration fromits president, on August 5, 1995.
Specifically, applicant states in its reply brief that it "wishes to
poi nt out that Applicant’s Brochure specinen filed previously herein,
under Declaration by Applicant’s President, shows that as of Septenber
1993, prior to the filing ... of the Statenent of Use on Novenber 21
1994, Applicant’s specinens indicate and prove up the provision of
services to the life and health insurance industry; nanely, the
conducting of business for devel opnment and nmarketing of life and

heal th i nsurance products and annuities.” Notw thstanding that
appl i cant further anmended the identification of its services to read
as indicated above, the only group of specinens which arguably fit the
quot ed description thereof in applicant’s reply brief are the
brochures or booklets furnished with applicant’s verified statenent of
use. Although, as previously nentioned, applicant also subnmtted,

wi th an acconpanying declaration fromits president, a set of
substitute speci nens on August 5, 1995 whi ch included brochures or
bookl ets which are identical in substance to those it submtted with
its statement of use, the substitute brochures or booklets bear a date
of March 1995 (witten as "3/95") and thus, unlike those filed with
the statenent of use, which show a Septenber 1993 date (listed as
"9/93"), could not have been in use in comrerce prior to Novenber 30,
1994, as sworn to by applicant’s president.
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beyond the scope of the services listed in the Notice of
Al'l owance." Mreover, the Examining Attorney states, with
respect to the requirenent for specinens showi ng use of the mark
for the services identified, that inasnmuch as "applicant has
admtted that the specinmens submtted did not support [any of]
the services listed in the notice of allowance ..., this issue is
nmoot and is not addressed in this brief."®

Cting an acconpanying definition of the word "survey"
fromthe "Random House Dictionary,"” which anong ot her things
defines such termas a verb nmeaning "3. to conduct a survey of or
anong: to survey TV viewers" and as a noun signifying "9. a
sanpling or partial collection, of facts, figures, or opinions
taken and used to approximate or indicate what a conplete
coll ection and analysis mght reveal: The survey showed the

percent age of the popul ation that planned to vote,"® the

® W do not take such statement, however, as a w thdrawal of the
requirement. Although, in particular, the word "noot" is problemtic,
we construe the Examining Attorney’s statenent to nean that,
irrespective of whether applicant’s anended identification of services
is beyond the scope of the services set forth in the notice of

al l onance, none of applicant’s specinmens is acceptable, since they do
not evidence use of the mark "GOLDENCARE PROTECTOR' for any of the
services identified in the notice of allowance, and thus the
requirement is proper. However, as to applicant’s asserted

"adm ssion," we note that such applies only to its concession that the
speci nens which it has furni shed do not evidence use of the mark

" GOLDENCARE PROTECTOR' for the services of providing market research
surveys. Applicant plainly maintains, at least with respect to the
speci nens furnished with its statenment of use, that such speci nens
denonstrate use of the mark "GOLDENCARE PROTECTOR' for the services
described in the amendnents to its identification of services.

° The Examining Attorney’s request that we take judicial notice thereof
is approved inasnmuch as it is settled that the Board may properly take
judicial notice of dictionary definitions. See, e.qg., Hancock v.
American Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330,
332 (CCPA 1953) and University of Notre Dame du Lac v. J. C Gournet

10
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Exam ning Attorney argues in her brief that, as anended,
applicant’s identification of services is outside of the scope of
the services set forth in the notice of allowance. Specifically,
noting that the notice of allowance lists "providing services to
the life and health insurance industry; nanely, conducting

busi ness and mar ket research surveys for the devel opnent and
marketing of |life and health insurance products and annuities" as
the identification of applicant’s services, the Exam ning
Attorney argues that (enphasis in original):

It is clear fromthe above recitation of
services that the services provided by
applicant consist of conducting business and
mar ket surveys. The applicant’s recitation
of services is further narrowed by the
wordi ng "for the devel opnent and marketi ng of
life and health insurance products and
annuities.” The ordinary nmeani ng of these
services is conducting marketing surveys
regarding life and health i nsurance products
and annuities.

The applicant has attenpted to anend its
recitation of services to "providing services
to the life and health [care] insurance
i ndustry; nanely, [in] devel opi ng and
mar keting health care insurance products for
others ..." The applicant erroneously
bel i eves that because the wordi ng "marketing"
remains in the recitation of services that
the applicant has "limted" the recitation of
services. However, the exani ning attorney
contends that the applicant has broadened the
recitation of services. The applicant has
basically gone from "conducting busi ness and
mar ket i ng surveys" to "devel opi nhg and
mar keting health care insurance products.”
Devel opi ng and nmarketing health care
I nsurance products is a very broad
description of services that goes beyond
conducting surveys. Therefore, the
applicant’s proposed amendnent does not

Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), affd , 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983).

11
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constitute a limtation of the recitation of

services. Consequently, the applicant’s

proposed recitation of services is beyond the

scope of the services listed in the Notice of

Al'l owance and is[,] therefore, not

accept abl e.

Trademark Rule 2.88(i)(1) requires that "[t] he goods or
services specified in a statenment of use nust conformto those
goods or services identified in the notice of allowance.” Wile,
as noted previously (see footnote 5), Trademark Rule 2.71(b), as
made applicable by Tradenmark Rule 2.88(f), provides that the
identification of services may be anended to clarify or limt the
identification, additions thereto are not permtted. Here, the
anendnent s subsequently rmade by applicant plainly |list services
different fromthose stated in the notice of allowance. Such
anendnent s consequently constitute additions to, and thus exceed
the scope of, the services set forth in the notice of allowance,
which identifies applicant’s services as "providing services to
the life and health insurance industry; nanely, conducting
busi ness and nar ket research surveys for the devel opnent and
mar keting of life and health insurance products and annuities."
In either event, it is clear that the amendnent of the statenent
of use to identify such services as "providing services to the
life and health insurance industry; nanely, conducting business
for the devel opnent and marketing of |life and health insurance
products and annuities" and the further amendnent to identify
applicant’s services as "providing services to the life and

heal th care insurance industry; nanely, in devel opi ng and

mar keti ng health care insurance products for others” fail to take

12
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Into account that the crux of the services recited in the notice
of allowance is the conducting of business surveys and the
conducting of market research surveys, which in each instance are
conducted for purposes of the devel opnent and marketing of life
and health insurance products and annuities. That such is the
ordi nary and reasonabl e construction of the services identified
in the notice of allowance is nmade clear, for exanple, by
applicant’s set of substitute specinens, which show, in the case
of the July 26, 1995 |etter acconpanying a copy of its brochure,
that applicant is "conducting a business and market research
survey to hel p develop and market |ife and health insurance
products and annuities.” By thus deleting reference, inits
anmendnents, to conducting business and market research surveys
fromthe services identified in the statenent of use, applicant
has added different services and, thus, has broadened its

i dentification of services beyond the scope of those set forth in
the notice of allowance.

Moreover, even if we were to agree with applicant that
the amended identifications of its services are included within
the services set forth in the notice of allowance and thus the
anendnents were perm ssible, the fact remains that none of the
speci mens furnished denonstrates use of the mark " GOLDENCARE
PROTECTOR' for the services recited. Section 1(d)(1) of the
Trademark Act, 15 U.S.C. §1051(d)(1), provides in relevant part
that an applicant, as part of the submission of a statement of
use, shall "submit specimens or facsimiles of the mark as used in

commerce”. In view thereof, Trademark Rule 2.88(b)(2)

13
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specifically requires that "[a] conplete statenent of use nust
include .. . [t]hree specinens or facsimles .. . of the mark as
used in commerce."”

We agree with the Exam ning Attorney that additional
properly verified specinens are necessary inasnuch as the
brochures or booklets submtted as specinens wth the statenent
of use, although in use in commerce prior to Novenber 30, 1994,
evi dence use of the service mark "GOLDENCARE PROTECTOR' to
Identify and distinguish only a health care insurance policy
whi ch has certain features and benefits rather than the services
of devel opi ng and marketing of health insurance products for
others. Likew se, the brochures or booklets submtted as part of
applicant’s set of substitute specinens denonstrate use, as of
March 1995, of the mark " GOLDENCARE PROTECTOR' only in connection
with health care insurance services consisting of an insurance
policy with various enunerated benefits and features and sinply
do not show use thereof for the services of devel opi ng and
mar keti ng health i nsurance products for others. Although, as
I ndicated earlier, the substitute specinmens al so include copies
of aletter dated July 26, 1995 whi ch acconpani ed such
advertising literature, such letter utilizes only the term
"GOLDENCARE" in reference to applicant’s conducting of a business
and market research survey of insurance agents to hel p devel op
and market life and health insurance products and annuities. The
service mark "GOLDENCARE PROTECTOR," as the letter makes clear
Is used to identify and distinguish the actual health insurance

servi ces avail abl e under such a policy, as is shown by the

14



Ser. No. 74/ 319, 375

reference in the letter to "the encl osed brochure which describes
such products, entitled GOLDENCARE PROTECTOR " Furthernore, and
In any event, applicant has never offered any explanation as to
the glaring discrepancy between its president’s verification that
the substitute specinens were in use in comerce as of no |later
than the Novenber 30, 1994 deadline for filing the statenent of
use and the subsequent dates of March 1995 and July 26, 1995
respectively shown on the face of the advertising brochure or
bookl et and the business and marketing survey letter sent to

I nsurance agents.

Sinply stated, therefore, since none of the specinens
furni shed by applicant establishes use of the mark " GOLDENCARE
PROTECTOR' for the identified services, as anended, set forth in
the statenent of use, the requirenent for "acceptabl e specinens”
showi ng use of such mark for the services identified is proper.

Deci sion: The refusal on the ground that applicant’s
anendnent of the identification of its services is unacceptable
because it is beyond the scope of the services listed in the
notice of allowance and the requirenent for "acceptabl e speci nens

show ng use of the mark for the proposed services" are affirmned.

R L. Sinms

E. J. Seeher nan

G D. Hohein
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Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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